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The Bayh-Dole Act of 1980 ("the Bayh-Dole Act"), 35 U.S.C. 200-212, created a govemmentwide policy that transformed the scientific community by allowing awardees to retain title to
inventions arising from Federally-funded
research agreements (including grants, formula funds,
and cooperative agreements). This privilege sparked a revolution in technology transfer and
helped fuel the explosion of technologies such as biotechnology.
This memorandum is to inform you of the significance of the Bayh-Dole Act, to highlight some
of the procedures in the Act and its implementing regulation, 37 C.F.R. Part 401, that need to be
followed in order to maintain compliance, and to clarify the applicability of the Act to certain
situations.
You are encouraged to read the Bayh-Dole Act and the implementing
understanding of its benefits and requirements.
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Overview of the Bayh-Dole Act
The Bayh-Dole Act was enacted in response to lack of clear and consistent Federal policy
regarding the ownership of inventions arising from Federal funding. Prior to the Bayh-Dole
legislation, hundreds of inventions from Federally-funded research had been shelved, due to lack
of industry involvement and an incentive for further investment to bring the inventions to
commercial
transfer

application.
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The Bayh-Dole Act defines an invention in 35 US.C. 20l( e) as "any invention of a contractor
conceived or first actually reduced to practice in the performance of work under a funding
agreement; provided that in the case of a variety of plant, the date of determination (as defined in
section 4:t(d) of the Plant Variety Protection Act, 7 US.C. 2401(d)) must also occur during the
period of contract performance." Generally, this means an invention is anything derived during
the conduct of Federally-funded
research that could receive patent and/or plant variety protection
even if this protection is not pursued.
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requirements, as set forth in the standard patent rights clause in 37 C.F.R. 401.14, are
summarized as follows:
1. Within two months of the time that the inventor discloses in writing to contractor

personnel

responsible for patent matters that an invention has been created, the contractor must submit an
invention disclosure to the funding agency that identifies the grant or cooperative agreement,
the inventors, and a description of the invention that shall be sufficiently complete in technical
detail to convey a clear understanding to the extent known of the nature, purpose, operation,
and the physical, chemical, biological, or electrical characteristics of the invention.
2. Within two years after the disclosure of an invention (as described in step 1), the contractor
must notify the agency as to whether it is electing to retain title to the invention. This period is
shortened if a public use or sale of the invention has occurred.
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4. The contractor must include within the specification of any United States patent application
and any resulting patent the following statement:
This invention was made with government support under (identify the grant number)
awarded by the Cooperative State Research, Education, and Extension Service, USDA.
The government has certain rights in the invention.
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An invention which is made outside of the research activities of a government-funded
project is not viewed as a "subject invention" since it cannot be shown to have been
"conceived or first actually reduced to practice" in performance of the project. An
obvious example of this is a situation where an instrument purchased with government
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Inventions Arisingfrom
a Non-Federally Funded Project That Has a eRIS Number
A number of contractors enter projects into the CRIS system for their own management and
reporting purposes that have no CSREES funding. CRIS is simply a database system; entering a
project into CRIS does not automatically link a project to Federal funding. The Bayh-Dole Act
specifically applies only to inventions arising from Federal research funding, regardless of
whether they are recorded in a Federal database system. Therefore, the Bayh-Dole Act does not
apply to projects entered into CRIS that have no Federal funding.
For Further Information
Further information on the Bayh-Dole Act can be found on the Intellectual Property page ofthe
CSREES web site (www.csrees.usda.gov.
located under Doing Business with CSREES). The
Interagency Edison web site (www.iedison.gov)
also provides information about Bayh-Dole
compliance. Specific information about CSREES procedures can be found in CSREES' grant
terms and conditions, available on CSREES' web site.
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